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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 07 May 2010 . 
2a )^ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 3,4,10 and 17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 3,4 and 10 is/are rejected. 

7) E3 Claim(s) f7 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|EI All b)Q Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Status of Claims 

Claims 3, 4, 10 and 17 are currently pending in the instant application. Claims 1-2, 5-9 
and 11-16 have been cancelled. 

Receipt is acknowledged of amendment / response filed on May 07, 2010 and that has 
been entered. 

Response to Arguments 

Previous Claim Rejections - 35 U.S.C. §102 
Applicant's amendments and arguments [to withdrawal of the rejection of claims 3-4 and 
10 under 35 U.S.C. § 102(b)] have been fully considered and found persuasive with respect to 
the above rejection and the rejection is hereby withdrawn. However, upon further consideration, 
the following new ground of rejection is made and therefore, Applicants arguments are rendered 
moot in view of the present Office action. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 

Claims 3-4 and 10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
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invention. The claims contain the subject matter of a newly introduced proviso such as, 
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" [claim 3 (Currently 

amended), pages 3-4] to overcome the prior art rejection. This proviso subject matter is 
considered new matter since the specification and the originally filed claims were excluded this 
proviso from the compounds as can be seen by original claims 1-5 and 8-16 and in the 
specification on pages 1-44. The amendment changes the scope of the claims to include a 
negative limitation and proviso compounds that were not previously included in the invention. 
This rejection can be overcome by deleting the new matter from the instant claims and also 
amend the claims within the context and scope of the claims (limiting with specific type of 
compounds that actually contemplated in the specification) in order to overcome the rejection. 

Previous Claim Rejections - Double Patenting 

Applicant's response and arguments [to withdrawal of the rejection of claims 3-4 and 10 
under the judicially created doctrine of obviousness-type double patenting over claims 1-2 of US 
7,550,495 have been fully considered and found unpersuasive and the rejection has been 
maintained for the reasons given in the last Office action mailed on 01/07/2010. Applicant's 
arguments have been fully considered but are not deemed persuasive because Applicants' 
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arguments unsupported by objective and competent factual evidence are entitled to little weight. 
In re Greenfield 197 USPQ 227. In re Lindner 173 USPQ 356. Applicant alleges, 

€Mm i ma 2 ofthix %9S pm^m do m m^h m 
Fmmh I, the sraleal ®mp& &\ R 1 , E 3 md I 4 , mmnM^m<>iiU^. x^Mtd pmw& Brnmsm 
•claims ! 2 t€tlw '495 patent dbix* tmkw suggest all tfee Wmteiom tfs&oas 3, 4 aod ID 

»» 

(Remarks, page 8). The Examiner respectfully disagrees, because these assessments are 
speculation on Applicant's behalf, since '495 patent teach the compound and composition [such 
as, corresponding R 1 is C3-iocycloalkyl-Ci-4alkyl (substituted by halogen) and R 2 is optionally 
substituted Ci.6alkyl etc], which are within the boundaries of the instantly claimed compounds 
and compositions). The instantly claimed compounds are so closely related structurally to the 
homologous and /or analogous compounds of the references as to be structurally obvious, 
therefore, in the absence of any unobviousness or unexpected properties. Therefore, in the 
absence of objective evidence showing an unexpected result (supported by affidavit and / or 
declaration), the obviousness-type double patenting rejection is deemed to be proper and hence, 
this rejection must be maintained. 

Claims 3-4, and 10, are also rejected under the judicially created doctrine of obviousness- 
type double patenting, as being unpatentable over claims 1-4, and 10 of co-pending Application 
No. 10/572,825, over claims 1-4, and 10 of co-pending Application No. 10/572,826, over claims 
1-8, and 13 of co-pending Application No. 12/466,415, and also over claims 1-6 and 12 of co- 
pending Application No. 1 1/575,691 . 
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Applicant's response and arguments, "this 

It a pmvMaaal feyfck p«tm§ i^9ti3Q& Ap0mm will fete s^psnd as neeessay aisce ffe 
tMm$ tit cAm*i« |b«l di«sMe f 

", Remarks, page 8] have been fully considered and found unpersuasive with respect to the above 
rejection of claims 3-4 and 10 under the judicially created doctrine of obviousness-type double 
patenting. Since the Applicant did not traverse the merit of obviousness-type double patenting 
rejection, and the instant claims are not yet under condition for allowance and hence, the 
obviousness-type double patenting rejection is deemed to be proper and, therefore, this rejection 
must be maintained. 

A timely filed Terminal Disclaimer may be used to overcome the above rejection. 

Therefore, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Golam Shameem, Ph.D. whose telephone number is (571) 272- 
0706. The examiner can normally be reached on Monday-Thursday from 7:30 AM - 6:00 PM. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Joseph 
McKane, can be reached at (571) 272-0699. The Unofficial fax phone number for this Group is 
(703) 308-7922. The Official fax phone numbers for this Group are (571) 273-8300. When 
filing a FAX in Technology Center 1600, please indicate in the Header (upper right) "Official" 
for papers that are to be entered into the file, and "Unofficial" for draft documents and other 
communications with the PTO that are not for entry into the file of the application. This will 
expedite processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [joseph.mcKane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage Policy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 
89. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or public PAIR only. For more information about the 
pair system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at (866) 217-9197. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (571) 272-1600. 



/Golam M. M. Shameem/ 
Primary Examiner 
Art Unit 1626 
Technology Center 1600 
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